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REMARKS 

Claims 1-25, 33-36, and 38-41 arc pending in the present application. Claims 26-32 are 

withdrawn subject to a restriction requirement, and claim 37 is canceled. Reconsideration of the 

application is respcel fully requested in view of the following responsive remarks. For the 

Examiner's convenience and reference, Applicant's remarks are presented in the order in which 

the corresponding issues were raised in the Office Action. 

In (he Office Action of January 28, 2008, the following actions were taken: 

(1) The Examiner requested affirmation of an election of claims to prosecute the 
• invention orgronp 1, including chums 1 -25 and 33-38, as was elected during a telephone 

conversation with W. Brad ley Maymond; 

(2) Claims 1 , 4-1 0, 12-15, and 39-41 were rejected under 35 U.S.C. 103(a) as being 
. unpatentable over RD 39219 and JP 58-008357, in view of U.S. Published Application No. 

2001 /0039895 of Kawanchi ct al. ("Kawanchi") and/or U.S. Patent No. 5,470,8 1 6 to Salake el al. 
O'S.itakc"); 

• \ (3) Claims 1 , 4-10, 12-1 5, 1 7, 20-22, 24, 25, and 39-41 were rejected under 35 U.S.C. 
; . . ,' 103(a) as being unpatentable over RD 39219 and JP 58-008357 in view of U.S. Patent No. 

5,362,536 to Fleming ct al. ("Fleming *536") or W1PO Published Application No. WO 
. 1)3/032299 of Anderson cl al. ("Anderson"); 

(4) Claims 1,4-15, 17, 20-25, and 39-41 were rejected tinder 35 U.S.C. 1 03(a) as being 
unpatentable over RD 392 19 and JP 58-008357 in view of Fleming '536 and Anderson in further 

; yiew of U.S. Patent No. 5,236,884 to Boggs et al. ("Boggs"); 

(5) Claims 1-10, 12-22, 24, 25, and 39-41 were rejected under 35 U.S.C. 103(a) as being 
unpatentable over RD 39219 and JP 58-008357, combined with Fleming and Anderson in view 
of either U.S. Patent No. 2,957,004 to Perkins et al. ("Perkins") or U.S. Patent No. 4,284,704 to 

1 • Fleming ct al. ("Fleming '704'*); and 

• j ' 

(6) Claims 1-10, 12-22, 24, 25, 33-36, and 38-41 were rejected under 35 U.S.C. 103(a) as 

• :'• , Iboi'ng unpatentable over RD 39219 and JP 58-008357, combined with Fleming '536, and 
' . : ' . ! Anderson and eilher Perkins or Fleming '704, further in view of U.S. Patent No. 4,508,8 1 1 to 

'• ifiravslcijnctal.C'Gravsleijn") and Mclles Griot Catalog (1995/96) pp. 49-4 through 49-5. 
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. Election/Rest riction Requirements: 

• On May 4, 2006, in response to the restriction requirement set forth in May 2006, the 
' • '■ ; Applicant's representative made an oral provisional election with traverse to prosecute Group T, 
' claims 1 -25 and 33-38. Applicant hereby affirms the election without traverse to prosecute 
'. Group I, pending claims readable thereon being 1-25, 33-36, and 38 (with new claims 39-41 
added). Applicant also affirms the withdrawal of nonelcctcd claims 26-32 from consideration in 
the present application. 

. Claim Rejections - 35 U.S.C. § 1 03 

' • The Examiner lias rejected all of the presently pending claims under 35 U.S.C. § 1 03(a) 
; . over a number of references in combination. The Applicant respectfully submits that these 
• ; !' claims fire patentable over the cited references for the reasons set forth below, and that the 
• ■ rejection should be withdrawn. 

Before discussing Ihc obviousness rejections herein, it is thought proper to briefly state 
what is required lo sustain such a rejection. The issue under § 103 is whether the PTO has stated 
a case prima facie obviousness. According to the MPEP § 2142, the Examiner has the burden 
and must establish a case of prima facie obviousness by showing the prior art reference, or 
references combined, leach or suggest all the claim limitations in Ihc instant application. The 
\ ' Applicant respectfully asserts the Examiner has not satisfied the requirement for establishing a 
. • esise o f prima facia obviousness in any of the rejections. 

All o T the 1,03 rejections are based on combinations of references using RD 3921 9 and JP 
' 5JS-00S357 as primary references in combination with or in view of other references. RD 39219 
introduces an imaging medium for thermal imaging applications with near infrared radiation. 

• The medium includes 1 ,3-diiminoisoindoline and/or a related phthalocyanine precursor material, 

• i thermally clcavable addtict capable of generating a phenolic compound with reducing 
properties, and a near infrared absorbing dye. ' RD 3921 9 also lists binders us a possible addition 
(o the composition. JP 58-008357 appears to be largely cumulative to RD 39219 with respect to 

' Relevant points. This reference is related primarily to a heat sensitive copying paper. In the 
: 1 specification, particularly the examples, the compositions are described as being heated to 150 
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.;' ■ ' ' °C, where color change was noted. Similar to RD 392 J 9, JP 58-008358 does not teach or 

; suggest extremely fast development times as required by the currently pending claims. Nor does 
; 58-008358 teach the use oran infrared radiation spot size within the range ofaboutl to 200 

•'. micrometers. 

The present independent claims 1,16, 17, and 33 each require a color fonning 
composition configured for development in less than about 1 msec when exposed to about 30 ~ 
50 mW IR at a spot size from about 1 - 200 micrometers. As the Examiner has acknowledged, 
Ibis recitation goes to the sensitivity of the composition. More specifically, the sensitivity of the 
composition requires careful selection of composition components and quantities. As such, it is 
. !. , a limitation of each ofthesc claims, and it must be disclosed or inherent in the cited prior art 

before a prima facte case for obviousness based thereupon can be supported. As the Applicant 
; has slated above, the cited references do not teach a color forming composition so configured. In 

the Office Action of January 28, 2008, the Examiner argued that the teaching of 1R absorber 
present in amounts of ~4% would "inhcrcnlly sensitize the compositions within the bounds of the 
claims." Applicant submits that the Examiner has provided insufficient support for this 
conclusion. Furthermore, as the sensilivity ofthe composition can depend on the type and 
amount of the components in the composition, merely pointing to an amount of an 1R. absorber 
. ' . • without 'consideration of the exact chemical structure of the absorber, and farther without 

consideration of the amounts of other components in the composition, does not reflect on the 
sensitivity ofthe color forming composition as a whole. 

Those having skill in the art will appreciate that the sensitivity of such color forming 
compositions is a function of a numfatf of factors, including the nature and properties ofthe 
infrared absorber, phlhalocyaninc precursor, and binder, as well as the relative concentrations of 
each. This concept is supported in the Applicant's specification. Sec e.g. paragraphs 0053-0055. 
One skilled in the art wilt also recognize that not every formulation based on a combination of 
components will exhibit ihe same sensitivity and therefore the same development time. Given a 
particular combination of components, one skilled in the art may create a number of formulations 
;• ox Whiting a given response time to a given set of radiation parameters, where the response time 

• ' is achiovahlc by adjusting relative proportions of the components based upon their individual 
properties. Similarly, one may use the same approach to formulate compositions having di floruit 

< t 
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. ""^sensitivity characteristics, ll is these adjustments to which the term "configured" refers in claims 
: '; i, 16, 1 7 and 33. As is consistent with the plain and ordinary meaning, the term "configured" as 
,( recited in the present claims refers to the purposeful selection, placement and/or design to 
': ! effectuate a predetermined function or purpose or quality. Therefore, configuring something to 
' do something requires first, an identified objective or purpose, and second, selection and 
,' comhinal ion consistent with the design to reach the purpose or objective, As such, the recited 
: . sensil ivity characteristics ;ire a Ijwtoltan on the scope of the claim that alerts one skilled in the 
; art as to which of the many possible con figurations are encompassed by the present claims. 

The recited sensilivity of the claims is very specific to performance characteristics of the 
composition, as recited in claim 1, requiring the composition be configured for development in 

■ less than about 1 msec when exposed to about 30 mW to about 50 mW of infrared radiation at a 
'•' spot size from about 1 pm to about 200 pm. In the Office Action of January 28, 2008, the 

Bxam inor argues thai "precursors relied upon from 2772284 (so prepub at [0034]) arc disclosed 
, as being converted to the phlhalocyaninc by healing at 200 degrees for fifteen minutes (4/38-45 
of 2772284).' 1 Respectfully, Applicant submits that the rejection in which the Examiner included 
; the reference to 2772284 cites only 1o RD 39219 and JP 58-008357, in view of U.S. Published 
. Application No. 2001/0039895 of Kawuuchi ctal. ("Kawauchi") and/or U.S. Patent No. 

5 470 81 6 to Sutakc ct al. ("Satnke"). A reference having a document number of 2772284 is not 
. ' 'included in the rejection. Furthermore, the Applicant was not able to match the 2772284 

reference number with any of the reference numbers in any of the rejections in the Office Action 
■ . of January 28, 2008. As such, the additional argument regarding teaching of heating at 200 
degrees for fifteen minutes has no basis in the present Office Action. Furthermore, even if the 
reference were properly c ileel and included in tho rejection, heating for fi Itccn minutes equates to 
:. 900,000 msec, which is greatly more than the "about 1 msec" required by the present claims. 
The substantial difference between development times translates into quite different potential 

■ applications. Furthermore, the vast development time between the two leaches away from a 
composition configured Tor development in less than about 1 msec. The present claims require a 
much moro sensitive composition, where the sensitivity is particular lo specific conditions. The 
prior art, both properly and improperly cited by the Examiner, fails to leach a composition 
including the configuration for development in loss than about 1 msec when exposed to about 30 
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inW lo about 50 mW of infrared radiation at a spot size from about 1 jim to about 200 urn. 

Another point to consider is that in order to render the present claims obvious, the cited 
prior art must .leach each and every element of those claims, either expressly or inherently. As 
slated before, the sensitivity of color forming compositions is not expressly disclosed in the cited 
references. As for Ihe alleged inherent disclosure of this limitation, the Federal Circuit is clear 
regarding inherent limitations. The courts have said that "extrinsic evidence must make it cigar 
that the missing descriptive malter was necessarily present in the thing described in the reference 
' miti that it would be so recognized by persons of ordinary skill." In re Robertson, 1 69 F.3d 743 

(Fed Cir. 1909). Absent such evidence, a rejection based on inherency cannot be maintained. In 

light of Ihe discussion above, Applicant submits that a reference or combination of references 
•'. that only provides the component of the composition without teaching the sensitivity 

chai acleristics cannot be said to expressly or inherently disclose those characteristics. 

lite lixamincr also cited the combination of RD 39219 and JP 58-008357 in view of 

additional references, which are analyzed further as follows. 

Rejections based on RD 39219 aiuUP 58-008357, in view of Kawauchi ami/or Satake 
Claims 1 , 4-10, 12-15, and 39-41 were rejected as unpatentable over the noted 
combination of references. Kawauchi teaches the use of pigments or dyes absorbing infrared 
light or near infrared light being particularly preferable in the planographic printing plate 
precursor due to their suitability for use with a laser emitting infrared or near infrared light. 
Kawauchi teaches simply that a variety of dyes and pigmenls arc capable of absorbing infrared or 
near infrared lighl. [0087-0088]. The reference further leaches the optional use of a near 
infrared -absorbing sensitizer. [00S91. Kawauchi discloses including light-heat converting agents 
added in a ratio of 0.01 to 50% by weight relative to the total solids in the photosensitive 
composition, and further from 1 to 50% by weight relative to an amount of cyaninc dye, which is 
the main light-heat converting agent. [0090]. 

Satake teaches thermal recording sheet having a thermal layer containing a dye precursor 
and a color developer retractable with the dye precursor upon healing to develop a color. 
Abstract. A dimcrircd or trimcrixed urea compound is utilized as the color developer to obtain a 
' thermal recording sheet having a reversible readability. Abstract. The reference further 
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discloses an optical absorbent included in a coating color in an amount of about 5% in Example 
71 , which includes 3.N,N-tliclhylamino-r»-mQlliyl-7-anilinonuorane as a dye precursor, and bis- 
dithiobepzylnickel complex/sensUi/cr as an optical absorbent. 
; • The addition of Kawauchi and/or Satafcc fails to remedy the shortcomings of the 
combination of RD 3<J219 and JP 58-008357. Specifically, the combinations of RD 39219 and 
jp 58-008357 with one or both ofKawauchi and Salakc fails to teach or suggest extremely fast 
development times as required by the currently pending claims, nor do the combinations leach a 
composition cpn figured to have a speci fie sensitivity, as required by the claims, either directly or 
inherently. This fast development lime is specifically related a color forming composition 
, con figured for development in less than about 1 msec when exposed to about 30 - 50 raW IR at a 
spot size from about 1 -200 micrometers. As the combinations fail to leach each and every 
. element of the claims, a prima facto cose has not been presented and removal of the rejection is 
respectfully requested. 



Rejections based on RD 392 7 9 and JP 58-00835 7 in view of Fleming '536 and Anderson 
Claims 1,4-10, 12-15, 17, 20-22, 24, 25, and 39-41 were rejected under 35 U.S.C. 103(a) 
lis being unpatentable over the noted combinations ofrefcrences. Fleming is directed to a 
recordable optical clement including a dye. Abstract. The dye is a leuco dye which, upon 
exposure to a thermally-generated acid, becomes an absorption dye. Abstract Anderson is 
directed to a recording and labeling system. Title. The system includes recording write data with 
jit digital recorder on the read/write surface of the CD/DVD, and recording image data by 
inducing visible color change with a laser in laser sensitive materials on the opposite surface of 
Mho CD/DVD. Abslraet. 

The addition of Mailing '536 and Anderson fails lo remedy the shortcomings of the 
combination of RD 39219 and il> 58-008357. Specifically, the combinations of RD 39219 and 
jp 58-008357 with Fleming '536 and Anderson fails to teach the sensitivity of Uic composition. 
/Die composition is configured for such sensitivity, as required by the claims, either directly or 
inherently, which is speci fically a color forming composition configured for development in less 
I than about t msec when exposed to about 30 - 50 mW IR at a spot size from about 1 - 200 

' * i 
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". ■ ..; micrometers. As tho combinations fail to teach each and every element of the claims, * prima 
facie case has not Wn presented and removal of the rejection is respectfully requested, 

'.. . Rejections bused on RD 39219 and JP 58-008357 in view of Fleming '536 and Anderson 

in further view of Hoggs 

Claims 1,4-15,1 7, 20-25, and 39-4 1 were rejected under 35 U.S.C. 103(a) as 
. unpatentable over the noted combination or references. Boggs is directed to thermal imaging 
methods and materials. Title. The thermal imaging systems of Boggs include leuco dyes. 
Abstract, Boggs was cited by the Examiner primarily to supply additional hinders useful with 
leuco dyes. 

• Such combination fails for the same reasons as the previous combinations. Again, the 
. .' combination of references fails to teach the sensitivity of the composition. The claimed 

composition is configured for such setisitivity, which is specifically a color forming composition 
configured for development in less than about 1 msec when exposed to about 30 - 50 mW 1R at a 
spol size from about 1- 200 micrometers. Furthermore, the chemical arts are generally 
considered unpredictable, particularly in dealing with reactions of components of a composition. 
Win Ic Boggs may lead one skilled in the art to combine leuco dyes with the binders disclosed in 
Boggs within the conlext of Boggs, the lixaminer has provided inadequate motivation and or 
• apparent reason why one skilled in the art would take Boggs' teachings as implying the binder 
•' ': usefulness as the Examiner has proposed. As the combination fails to teach each and every 
element of the claims, a prima facie case bus not been presented and removal of the rejection is 
respectfully requested. 

' . [' ' • Rejections based on RD 392 J 9 and JP 58-008357, combined with Fleming '536 and 

> ■ . ' 

: . , ' . ' Anderson in viuw of either Perkins or Fleming '704 

The addition of Perkins or Fleming '536 fails to remedy the shortcomings of the 
,; '., conibinalion of RD 39219 and JP 58 008357 with Weming '536 and Anderson. Specifically, the 
, ; . . . combination fails to teach the sensitivity orthc composition, where the composition is configured 
. . ,. • ' : ' for such sensitivity, as required by the claims, cither directly or inherently. Specifically, the color 
forming composition is configured Tor development in Jess than about 1 msec when exposed to 

16 
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. ' about 30 - 50 i«W 1ft at a spot size from about I - 200 micrometers. As the combinations fail to 
;' • Wei each and every clement of the claims, a prima facie case has not been presented and 
•removal of l.he rejection is respectfully requested. 



! 



Rejection-* btified on RD 39219 andJP 58-008357, combined with Fleming '536, and 
Anderson and either Perkins or Fleming '704, further in view ofGravsteijn and Mclles 

i ■ 

Griot Catalog (1 995/96) pp. 49-4 through 49-5 

Grnvcatcijn imd the Mclles Griot Catalog were cited to provide further insight into lasers. 
1 ; ! Still, the combination fails for the same reasons as the basic combination. Simply, the 

'■ combination foils to teach a composition configured for a specific sensitivity, as required by the 
' claims. Such leaching is not present either directly or inherently, which is speci fically a color 
■ : fonni ng composition configured for development in less than about 1 msec when exposed to 
about 30 - 50 mW 1R at n spot size from about 1 - 200 micrometers. As die combinations fail to 
ileacheach and every element of the claims, a prima facie case has not been presented and 
! removal of the rejection is respectfully requested. 

improper Hindsight 

In addition to not asserting references that teach each and every element, the Applicant 
! respectfully asserts the Examiner used improper hindsight to reconstruct the instantly claimed 
invcnlion while using the Applicant's specification as a roadmap. Bach of the rejections is based 
■ • • j on a number of references, which the Examiner curefully used to point to specific elements of 
- : fcach.and compare with the present application. The court has staled that the Applicant's 
\ specification cannot be the basis for motivation, i.e., no hindsight reconstruction. Yamonouchi 
'. . pharmaceutical Co., Ltd. v. Danlnny Pharmacol Inc., 231 F-3d 1339, 56 U.S.P.Q.2d 1641 (Fed. 
. . : Cir.), i ch'g denied, 2000 U.S. App. LEXIS 34047 (2000). Accordingly, 1 f a prior art reference is 
, i smighMo provide a specific clement ofa claim with the use or hindsight, any rejection based 

ihereon is improper and shou Id be withdrawn. The Applicant readily admits that the large 
'• I number of references used in various combinations throughout the Office Action of January 28, 
' : 2008 does not, facially, point to improper hindsight. However, that, taken into account with the 
' recognized unpredictability of the chemical arts, and the oflen limited use or teachings selected 

i 
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'. : '. /com various references, leads one to recognize hindsight reconstruction. As the courts have 
. • '; 'spedilcany noted that the Applicant's specification cannot be the basis for motivation, as is the 
' case with the rejections herein, removal o f the rejections is respectfully requested. 
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CONCLUSION 



. In light oflho above, Applicant respectfully submits that pending claims 1-25, 33-36, and 
• ' 384 1 arc in condition for allowance Therefore, Applicant requests that the rejections and 
: objections be withdrawn, and that the claims he allowed and passed to issue. If any impediment 
'. to the allowance of these claims remains after entry of this Amendment, the Examiner is 
;,. encouraged to call Gary Oakeson al (801) 5G6-6633 so that such matters maybe resolved as 
' expeditiously as possible. 

. ! The Commissioner is hereby authorized to charge any additional fe© or to credit any 
overpayment in connection with this Amendment to Deposit Account No. 08-2025. 

• . DATED this 28* day of April, 2008. 

Respectfully submitted, 




> . 
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Registration No. 44266 
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